
I United States Patent and Trademark Offtcf. 



UNITE D STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 



APPLICATION NO. 
09/674,152 



FILING DATE 
10/27/2000 



FIRST NAMED INVENTOR 



| ATTORNEY DOCKET NO. | CONFIRMATION NO | 



Chisa Hayakawa 



FINNEGAN, HENDERSON, FARABOW, GARRETT & DUNNER 

1300 1 STREET, NW 
WASHINGTON, DC 20005 



PIERCE, JEREMY R 



T WIT j PAPER NUMBER j 

1771 

DATE MAILED: 01/15/2004 



ART U 
1771 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

09/674,152 



Examiner 

Jeremy R. Pierce 



Applicant(s) 

HAYAKAWA ET AL. 



Art Unit 

1771 



Period for ReplT^ DATE ° fth ' S communicati ™ «PP««* on the cover shoot with the correspondence address 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on July 14, 
2003 has been entered. 

Response to Amendment 

2. Applicant's amendment filed on July 14, 2003 has been entered. Claim 3 has 
been amended. Claims 3 and 7-10 are currently pending. The Declaration provided by 
Applicant is sufficient to withdraw JP 9-273,085 as prior art under 35 USC 102(a) as set 
forth in sections 3 and 5 of the last Office Action. 

Ciaim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained thoughthe invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 

p^n£h-£ aS I? ?, de !°u a perSOn having ordinary ski " in the art t0 which sai ^ subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made 
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4. Claims 3 and 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Moretz et al. (U.S. Patent No. 5,269,720) in view of Mouri et al. (U.S. Patent No. 
5,690,922). 

Moretz et al. disclose a knitted composite fabric comprising a moisture transport 
fabric layer and a moisture dispersal fabric layer used in a brassiere (Abstract). Moretz 
et al. do not disclose adding a white pigment. However, white pigment, such as titanium 
oxide, is commonly added to fabric material. Mouri et al. disclose adding titanium oxide 
to fiber in an amount of 0.1 to 25% by weight in order to create a deodorizing effect 
(Abstract). Mouri et al. teach that such fibers find particular use in underclothing 
(column 15, line 58). It would have been obvious to one having ordinary skill in the art 
to add titanium oxide to the liquid transporting and dispersing fibers of the undergarment 
of Moretz et al. in order to enable the fibers to have a deodorizing effect, as taught by 
Mouri et al. With regard to claim 8, Moretz et al. disclose adding stretch yams into the 
fabric (column 3, line 52). With regard to claim 9, although Moretz et al. do not explicitly 
teach the claimed property limitations, it is reasonable to presume that said limitations 
are inherent to the invention. Support for said presumption is found in the use of similar 
materials (i.e. water diffusible fibers) and in the similar production steps (i.e. formed into 
a composite fabric) used to produce the brassiere. The burden is upon the Applicant to 
prove otherwise. In re Fitzgerald, 205 USPQ 594. In the alternative, the apparent 
density, water-retention ratio, and diffusion area are all result effective variables that 
affect the ability of the fabric to hold and disperse liquid. It would have been obvious to 
one having ordinary skill in the art to optimize the composite fabric of Moretz et al. in 
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order to obtain the desired density and water retention ratio of the fibers, since it has 
been held that discovering an optimum value of a result effective variable involves only 
routine skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 
5. Claim 1 0 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Moretz 
et al. in view of Mouri et al. as applied to claim 3 above, and further in view of Unitika 
(JP 62-53438 with English Abstract Provided). 

Moretz et al. do not provide W-shaped cross section fibers in the wicking layer, 
but do desire the fibers in that layer to have a high surface are in relation to volume 
(column 3, lines 19-20). The '438 Patent teaches W-shaped cross-section fibers, 
known for their high surface area, are used in composite fabrics to provide water 
absorbing and transporting functions (Abstract). It would have been obvious to one 
having ordinary skill in the art to use W-shaped cross-section fibers in the wicking layer 
of Moretz et al., in order to provide a means to obtain the desired high surface are in 
relation to volume desired by Moretz et al. 

Response to Arguments 

6. Applicant's arguments filed July 14, 2003 have been fully considered but they are 
not persuasive. 

7. Applicant argues that the Moretz reference does not teach the conceptual idea of 
the present invention of preventing temporal color depth change of a dyed fabric used to 
make an outer garment when the garment becomes wet. However, Applicant's claims 
were not rejected because of any assertion that Moretz intends to accomplish the same 
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goal as Applicant in the present invention. The combination of Moretz and Mouri meet 
the limitations of Applicant's claims. 

8. Applicant argues that there is no reason for the moisture transport layer of 
Moretz to contain white-pigment containing fiber. However, the motivation for providing 
titanium oxide in the Moretz fabric set forth in the rejection above is to improve the 
deodorizing properties, which is taught by Mouri. The references do not need to have 
the exact same objective as Applicant's invention. The references, in combination, 
need only meet the limitations set forth in the claims. Applicant is claiming a white 
pigment in a fabric layer. As set forth above, supplying the fabric of Moretz with titanium 
oxide (a white pigment) would be obvious in order to achieve improved deodorizing 
properties. 

9. Applicant argues that the suggestion to combine Moretz in view of Mouri comes 
from reading Applicants' specification and not from anything taught by either Moretz or 
Mouri. This is incorrect because the motivation is to improve deodorizing properties of 
an undergarment fabric. This is not found in Applicants' specification. But such 
motivation is found in Mouri, as set forth above in the rejection. The Examiner agrees 
with Applicants' assertion that the white pigment of the present invention is used for an 
entirely different purpose than in Mouri. However, the motivation for combining 
references in a 103 rejection does not need to be the same as Applicants' motivation for 
doing something. 

1 0. Applicant argues that there is no suggestion in either of the cited references to 
include white pigment in the moisture dispersal fabric layer of Moretz. However, 
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motivation for including titanium oxide in all the fabric layers of Moretz is set forth above 
as improving deodorizing properties. 

1 1 . Applicant argues that the parameters X and Y specified in claim 9 are specifically 
selected to provide the composite fabric with improved anti-temporal color change 
performance. However, the Examiner maintains that the materials used in Moretz and 
the method of making the fabric of Moretz are substantially similar to the claimed 
materials of Applicants' invention, so an assertion that the properties are inherent to the 
material of Moretz is reasonable, unless proven otherwise by Applicant. Even if not, 
modification of such properties is obvious as set forth above in the rejection. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeremy R. Pierce whose telephone number is (571) 
272-1479. The examiner can normally be reached on Monday-Thursday 7-4:30 and 
alternate Fridays 7-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on (571) 272-1478. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
0994. 



Conclusion 
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